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Application No. Applicant(s) 

08/444.994 PALESE ET AL. 

Office Action Summary Examiner Art Unit 

Jeffrey S. Parkin, Ph.D. 1648 
-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 03 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 1 36(a) In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this ccmmunication 

- If the period for reply specified above is less than thirty (30) days, a reply witnm the statutory minimum C'f thirty (30) days will be considered timely 

' - If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- l-ailure to repi/ witnin the set or extended period for reply will by statute cause the application to become ABANDONED (35 U S C § 133) 
I - Ar:/ reply received by the Office latpr than three months after the mailing date of this communication, even if timely filed, may reduce any 

\ earned patent term adjustment See 37 CFR 1 704(b) 

I Status 

j 1 )[Z] Responsive to communication(s) filed on 20 December 2001 . 
I 2a)H This action is FINAL. 2b)n This action is non-final 

I 3)i_j Since this application is in condition for allowance except for formal matters^ prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) \Z\ Claim(s) 2-8,11 ,1 2,14-17 and 57-74 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration, 

5) 11] Claim(s) is/are allowed. 

6) Q Claim(s) 2-8,1 1,1 2,14-17 and 57-74 is/are rejected. 

7) n Claim(s) is/are objected to, 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: a)n accepted or b)\Z\ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1 )[II The proposed drawing correction filed on is: a)IU approved b)^ disapproved by the Examiner. 

j If approved, corrected drawings are required in reply to this Office action. 

I 1 2)n The oath or declaration is objected to by the Examiner, 
j Priority under 35 U.S.C. §§ 119 and 120 

1 3) 0 Acknowledgment is made of a claim for foreign pnority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
1 a)nAil b)n Some*c)n None of: 

! 1 Certified copies of the priority documents have been received. 

I 2.n Certified copies of the priority documents have been received in Application No. . 

i 3.n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (POT Rule 17.2(a)). 
I * See the attached detailed Office action for a list of the certified copies not received. 

14) G Acknowledgment is made of a claim for domestic priority under 35 U S C § 1 19(e) (to a provisional application). 

I a) □ The translation of the foreign language provisional application has been received 

1 5) [i] Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 
I Attachment(s) 

I 1) n Notice of References Cited (PTO-892) 4) LJ Interview Summany (PTO-41 3) Paper No{s). . 

■ 2) n Notice of Draftsperson s Patent Drawing Review {PTO-948) 5) O Notice of Informal Patent Application (PTO-1 52) 

I 3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s} . . 6) □ Other: 
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PTO-326 (Rev. 04-01 ) Office Action Summary Part of Paper No. 30 



Serial No.: 08/444,994 

Applicants: Palese, P. and R. O'Neill 



Docket No. : 6923-0054 
Filing Date: 05/19/95 



Response to Amendment 
Status of the Claims 



1 . A :: k ri : ) w i e ci a e rn e n t is h c r c i:j ■ / m a d e 



r e :: e l p t an d e ri r r o .L t ii 



micati.or: rec-z'ived 20 D-!c:emi:":!r , 2001, vvhereiri claims 1, '^^ 10, 



U 'J ^■i J- -^^ 



.rLrc:?lf;}d v/ith.':ut ■T'-^n i ^d i Cf'^ or dl sc 1 a iirif-": ra claims 
2f 4-8, 11, 12, 1j, and 15 ^inieaa(:<l, and new claims 57-74 si:bmLt:ued. 
^:laims 2, 4-3, 11, 12, 14, 1!:, and 57-74 are curront:ly under 

'.CK'iiLL L .; la L 1. CCl . 



10 



Claim Objections 

The p'revicns c r^ j e-ct lor.. SC' cl iims 1, 11, 15, and 48 for fOailing 
leflect the rest:rictlcn rc quirfi^ment is hereby withdrawn in 
;p jnsc to App'l : cants ' a.mendme:'it . 



15 



35 [7.S.C. § 112, First Paragraph 



)w: rci 1 o 



q a o t: a t: r o n si t i":.. e first r; a r a g r a p ti 



1? Li.:.: 



The speed ficstics shal^^ contain a written description of the 
is\^ention, anc3 cf tne narner and procti:s.s of making and aslnq it, in 
sic:h ::ull, :;lear, conciss', and exact t^:5rms as *:.o cnat:)Le any person 
ssi]d. ed in zYie art to whiicsn it oert^iins, or with whicdi it is most 
n'.aiily connerC-ed, so make' and use the. same and shall set forth the:; 
b^i^st mode c:ontem]:d. s t ed Ov' the inventor of (::arryrng out his 
1 n'- ens ion . 



1. Tisi rr CO/ i.ois:^ r(spsct.icn ■':l=::ms t-'^ ano 11-17 aroier j5 '1 . S . C' . 
25 a "id:, Ji.rs; Sc, r;oiqraf:2n, as scnsaining o:d:cpssS m.:mco- s;sicd-. s^^is not 

ciooo'^dbod m the specifLcst i rai in such a v^ay as to le-asonabiy 
cor:y.c/ sc r^ne ss:dd.ec :n tdie -o levant art tlrst ^:hr> : nv^Mit c r ( s ) , at 
she 1 ls:l she app ideas ion vs-is filed, ::a:i oomsrcn; ic:n cm" tsm ciaimod 
invention, is hereby WLthdravai in respon:-.e t--' 



30 
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Serial No,: 08/444,994 
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which iL IS irir;-t n-cu^ly I'lnn-'C Co 
I' jrnj-nonsura -le in 3c;of g wich rh-E'SG '::la::"ae. T' 



:.i'V;ard m-atrLods f r ident i f"y ir..q icirip lurxis that, i 
;a-a twe-an trie in f lu^irK^a v i rns nLial-ac>p]~ c- 
-.'.A a hiE-t C'all ri'r-'E-aain, -rn- fraoirien:.s Lhi'jr e-i f . 



Wi' i 1 (.n : ] f .a.j r a a i a a ^ a r' w j 1 1 1 
ke anai^'ar uaa aha in\'anai>an 
" a i.ns a an d i t^a :: t-'d 
vn t i - c r:- - - 1 r,^ 



[Hi Li 



ra ::]man*: : 



anif'Lc.yin.a 



igrr ^-ait. a i n- read.: ^ a ; 



^ f I "1 ^. 1 on aa= . 



:. e r<:::.o a 



-ve or a\o-"aon t :■ [(i^maifv ciat.ati.vo I'aatai's tnat aoaaai 



I'iih aaher . A idiha (d;MA e:xpr-ssian libra.ry 



.1 fi^ (1 L 



c ans fc r mod into "/'"'ast o^-Lls :: aaic t'd a in a a r*af:c.rta-a :-C)n.atrnia an:l 
h'lxA-rJP fusiC'n ^'i^'a-irLn. II a ]iart a(:u.._ar ci'i.aoa/ oxp-rea;a;^s a |;/roaoin 
tnat ]::;in:is ta* lYjz: K? prC'a'::dn, : ne rT'ijiarLor a:a^ no., r u a t:. is ar- a i \'a.a'r'd . 
Trd.s svst';;nTi (mah-..on3 th*- invt ar:^gat a)r to ia-alati; "ha- :-E'X.A an:i 
f^.rahfir cn":.a aa a tton. an Cn^i inta:rao^;].T-a 02: c.) I i.n . T^.a li i S'll a'SU.r ^a 
aaasorirns t:ia ^^nrnta^ fn.oat aan ot a :x ^^ataan^aa ['d-' ian'Or a-iain-a 
11 r ate ma des igna ■_ c a: Ni^n - i - 6 . Tni! nnci^ ecd:, ice ;inn an a no ii: 1 ai 
soguericas C'f tv/r o: ah€'S':^ prC'Smns (Kid-i -una -id wen-E- .as;aa r ta iiL^a :i 
ana it W3.s nad^-E'C tna.a t.h-;^ pi^a-aoins are haiTO)_.aoraas ta- oi.nt and hnRXi' 
ad The r eraciinLno faur- ;03g^enoes w-irc nat oha ra a l zee to a:a/ 
:^oani^'d a^nt exte:nt. At jra"'ipid a t -id y :lr:jfrea ::iairn 1 ancf ...a ae i:dre::a'En; 

longan Mi-^ arotean and tdie six U?'[ a-raaeins 

.dn assaa^ far i aa n t i. iy i. ng a 
atinq aia^ in:iaen.:a:i \n rna na:a..oi'pr"oa'i iai (di^) 
h iJa 1 ra^.;;'r :nd. iraa p raio. a- L n -oi i tio loo : r.a:a ai'S"-^ cj:(;gj corsisti,na 

d ri K.: ioo] a i a o rai; i ^ae r a t lan i s a h a a a o v o ri. a r nj n i e ran ii t a C: a nai n a 1 1 o n 
aa:nia"aa ^aa undue expe " inienaaaion rioe aiosaiosod in In re WandSf 



d.a^ tea I. 



a/ 1 
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15 



20 



25 



at'.:-^ ? ')f working rxani]:' tri-^ nature c-f r.na invonrior.., tr.e sca;..- 
oi" rh'i fT'ri.or art, the re^iitin/e skill c; f tr^ose m trmt art, th- 
r-r--' ii :^an 1 L i ty or anpr edie tat)... 1 1 ty ei iJie art and th:} hre.idth C' 
th.': :::iairrn. In re Rarner, 5t C.C.P.A. It93, ^^'Vl h.hd 5^'4, 14' 
y.y.E.y. ti:^ (1965 . Th^} dierlosu.re fa.Lh: tC' prC'VL:ie alequat' 
o"!^ L e-n' r inma r-; ^ ""innit'e .r' ot th-'^s-' ::''n:.^ L^ie rmt n^'ns an t j L ! ov;n 
]) Thi. d.^.i;nh')sure t';:..i,s tc. tre . i-d':i ;>u 1 1 e r : L ijaidanje "i i i; i n 

t-r t'K'S-"^ heat ::ed.i protein. : that -arr? carahl.-o at r)indin- 



:-}n:-ci: :.ci:.J. .n/ to the 



Lnf .luenza v.i .run NP . T.ne :?i:r';'en Ln^^ 



ar''>n -O ;ir:p're<:iict c^rtle . Aec<jr ma ly , the skille-'j arti.aan oan rrj:. 
:re on ::-n.;ib L y predict: wnLi:h mat ::eli proteiiio L L L^n:::ti.:ni i_n t:i-' 
el:ii:"*ie:i ansay. Wh::h[e a nni:^i.l nun:ib';?r: or h-ivtei ':'^;sJ 1 pr:)te:i.n:3 we.r^' 
.i d-:^nt ian:: ':hat bind to t,he Ith, thene pr:atein;- -'io not appear lo 

feavares. H^rf}: v-m i t ..a nc^n r^eadi i.y 
iheO':: oin(Oi:i:: i n r. ■: ra :: t : orns ar-o :'ritJn:i.._ ta th-- viral, 
["he rjiie find^m^ t::5:t twc) n>r:teins .ir: tcera ::t witti c^ne 



ma::.^ t- -a t tna 
.1. L t-:-n/ :le. 



:}:-r Lii)-?s ri:;.t mean that the r.indir]:f inrer ^on^i^on La n/rari.in-:i t ul i:i 



:,nr' c(. :ur 



0: a vir.al .in t;- ^ct 3 re. . It n*; 



tn^i \} i nd_ng interact loru 
l.i fi-.::-.'rlr;. 



(ienLO*n.a t.r^at':: i tna t 
/a^i" ^a") the vir.^^1 



J d^n: 



t 



■ 1 de an t f i c:i e:':. t cni i dan ::e ner t a in i ng 



[V\j .e.aj 1 a r :i- term , raa::te mode " ar i r.a 



a pK. c i. 1 ] c C) i nci i :\ 7 



30 



1 ^ a", o-'c : n ."C 



a a on an 



.) r f 



tr: : aha hh:i };^-' emc loved :ai ^ 



c' a^ r . ■' r O) n a i ri ^a 
CI a s a ^a t a 1 



r ^1 i. 1 . L ..; ^ a :: 

ay. While it la not^ea that d sirmal^: da.!-, ira 
t o am 1 rra a a 1 d a 2 62- 2 22 f; n 1 1 0 n e d 1 n the rv^ a : 
!.ai l.a nravi ' ^ ' ' 
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c:r:iiicaL for biriding ^i(::tivit7/ rhc skLlL^'ci -jrtisan is cn^y beiuq 
5 -ixt'E-n'if;;^'".! ^in jnduo i.riv i. ::a tic n t. j lurihor ox|: (iriiii-: r." a t ic:: . Maaai'ivar^ 

NPI p'E-}: *: id^:^ i.dant l f i-:: :1 tv) date fa i 1 t^a d^st'lay any :ieaai i c 
r-a 1 a tadaess . Taas^ •■■'/an if tha ajaii ic:an: a ha:l rarefully nitpc-r-:- tha 
lujl-^icalar :i'E; tarr;i:aia![ts midulai t iricj aha intf-raa t rc-ns of ryr.e NPI 
iaaidca .a]_'_'ar]y a..)-, rr *: a-aea. pcadfa na :?d ; . : r '-r ..'leaj:- taa.t:. tniaia 

10 1' i ridinq :•. coal :l ivan r-^-* a' xf-niia-'-i l-j -jLae:: Nal aae \ a- *d i r n^i' :. i 

anr-:-lata:3dna3a . 

; Th-:-; art. la u.np riaiiiitaiaLa anc^ fails ta praviae any aaaaans:a 
p-: rt a 1 nmg r <:• t iac'sa r.osa cr.l 1 pr^j La ins, ana f r^a Jiri'int - r:h(=':—sdd as 
vj-ilA as f r- 3 ^ii.ant;. a jf MF', tnar v;i 1. J. fun'it.i'jn m ihc: r-iaJ.ts-i a^say. 



15 ':'n^i d 1 S'lica; ira faal.s ac) pr: \daa a j:>radi:.::t:atde S'::: (loni n;;j net: 



at 



v./i ] I ia-sal*: in taa j. iariai t Laa : ia*n S'f r-ilasi'ii pa--i t-i ina . Tn-' yaaat 
: a;a> sy-ELani -:::Tiya p-ii i ::i-:-ra. i t i ad s x p'i_d ^. f iva I'JI'd prot:ianr.. Tc- 

n^^na ')T *:nara rv^-j^a-'irLa snara .^iny "jei\-^*:_j:: ra.l .aLa-ia^-s.- . ^I'hi:.::., 
vaiai^ iha skill. aa a.riisaa paaiiii las ihe idriia.i-d i.nv-mt irai , :.aay c<^t. 
20 nit: C' Kid.ia'^: v/niah r-- aa.^i ns will fancticai .Lr. Lhe des.^ied a.iraii^ra 

K: rao'^in, (:'V(ai if a r-utativa dFM is iderit,:. f led, d-ias ni..:a laaan 

daai \l\e lrdni:ina i n t,-i sa^^a l ^.a ,. is iirPti.iaP fia' th-i vir,:al 1 i f ii: y^sla . 
:-p r ].asta.n:-a, :ii.a t ;: nan- sp-i i i id. i kiinorno- i nier"aa:: i ans it ria^iy 
'::P'paaa arar: iivi; rrarii-is ciS':;i ta and :ad.a^]aiat with e^i'h ':ihfir' in 



1. 1 tne aaapincaits roqairca: i 'V d p r email 1 1 'le \'iral. :^nf(aa: .aai i.n 
a.j.a-:;. Thiiv, ina i k iti. j .jr* aa:a:i -lan i^it aa i-::i r 1 1 : .n ta-i irrujarLan.a? 

f th.a bmdiaj ar.t^niat Lon wi i.his...a. farih*-! i.a'.aaa -ixpar i am t ^3 1 i.an . 
i) Tn*i disslcsara fails ti. provide a si.fd' i 1 1 ant n"imba.r of waikina 
30 aabad ; aant a . T!ia spaai. ti^iat ian oniy ai'i-ir Lr-a^:. tha idan t i : i sat lan 

af s:x atsasantly anraiata:.: i.adaaaLas this in^^^'^^aat wa ta th-: 
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bir^iiriq \nzr:i:ac\\ cr'ii-i dr;f_? criLLC^l vivo tor v'lroil ror.) L i ^ ,an ] or; . 

Tri'"' d.. s osuro a L S'O f a l l. s t :. ■ C'ro v icio wo rK i ng ombod iiuen:: ;s l n vo L v i ru; 
5 :i Dnable numb--'r oi: NP < -r NP I r.^op[. i d:^o 1 1 ^x^nvoils , 

^)) -dn^ilivo trie cbaims ar-r ct ex::^r30ive oreadt:h and are not lU.11v 
;r uf 'j:'0"r t'::ri by oho c: i..5':_:.L(: sui^-:^ . Ao acred supra, th-r cLaim;^ ^oiirrrnii'asa 
inv hrot protein and fra(3rrenos tnereofd as v;eit as, fragrr^ents of 
rn-; lie prooo-^..:i. dcwrv:.r, ohe so r-^-^r.ritng asE-:0/ ernployea has r'nly 

10 i d; -rooof i.rol a rrm^dl narrt-er ri f-JLc^".. o^e Nrd prcOo^on;:. The ^.Ir - has a rr 

[ a :d a rc' rr"ovide any guJoicnn:e rect.iinLng ta the abidhity or any 
^drrer. p-er^tidiir tra ;^rrient OC' ioriotirn in the; assay and ah-" ±aLp'j r tans'c 
s-f tnese banamq int:eraet :<rns c^n v^ral ra^pii'Sati rn. 

Ararrrdincjly, when al 1 t:ne a fs) reason t rone a Iol a t-s rs are c rns i. dereo 

15 in rors', it woula clea2~ly require' undue ex|::S-r Lrntish:a t son fr(rrri th-r 

sk.IL':':! arOLsan sa pr£i(at:io-' tn^=: rrlainrad inveritio-n. 



/App..oLoarit:s or a vers-- ..or i arrjof: airat r"a^':'ro:' ^a:t aai dancre i s 
tr S' -a^ o:n-:i rn r:ie s pe o i r :: c ^d.r n to enasd.e the f ui 1 bre-aatdi oi thr- 

0 h :.i V..O :1 .^ro/en t ion . Appt i 'ran a s r: rntrard t n at the i dent i f r ra t r on o f 
20 Sir: iIPLs is suffi"oient: tr^ ena]:)le the ruol Irreadon of the olaimsoi 

1 rr ^-aroo.. an . It v;as ruraner- art^uea that suffioiena gurdcLnse 
T:'ert:aining tcj suLtat'L-r fragmt^nto- was als: no-ovided. These 
arnjnerits are rm. aeerrie^d taa ire P'Orsaasioo- for the reasons 
iiTu-rrrni aasily sen, ror^th o?.ir'ra. 

25 

Finality of Office Action 

, /-oii: 1 r :r anr s ' aiaei'sTraen t rnrofs s s i a a ed ara/ ami all nenv ^jrrairids '"^f 
ce erarrn. Acara rii nil y, THIS ACTION IS MADE FINAL. Per} M.P.P.-. 
d ■oJo.OP'yi). Apr 1 leant is reoAnded of the externsion of time polray 
30 aS set forth in 3' o.P.P. 5 1.1 IP da). A SHORTENED STATUTORY PERIOD 

FOR RESPONSE TO THIS FINAL ACTION IS SET TO EXPIRE THREE MONTHS 
FROM THE DATE OF THIS ACTION. IN THE EVENT A FIRST RESPONSE IS 
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FILED WITHIN TWO MONTHS OF THE MAILING DATE OF THIS FINAL ACTION 
AND THE ADVISORY ACTION IS NOT MAILED UNTIL AFTER THE END OF THE 
THREE -MONTH SHORTENED STATUTORY PERIOD, THEN THE SHORTENED 
STATUTORY PERIOD WILL EXPIRE ON THE DATE THE ADVISORY ACTION IS 
5 MAILED, AND ANY EXTENSION FEE PURSUANT TO 37 C.F.R. § 1.136(a) WILL 

BE CALCULATED FROM THE MAILING DATE OF THE ADVISORY ACTION. IN NO 
EVENT WILL THE STATUTORY PERIOD FOR RESPONSE EXPIRE LATER THAN SIX 
MONTHS FROM THE DATE OF THIS FINAL ACTION. 



10 Correspondonce 

7. Cc^r re5poriCl^B:nce r^^l. atr:d to this application may be submitted to 
Gr:up l^viLi t'V fac:3imile t ransm issi i^n . The taxiriq of sucii p<:i^>ei^ 
must oenfc-irm with th-:' notice j:)ubl:L5hea in the Cif:o::ial C-azetoe, 
ICb^t '• I- C' (Nco^'E'ni-Br 15, 198t). [)ft:o.i:il cc-nLiiiun i '::a t LC'r.a shouhii t-r 

15 direi:*0:'d :')Wcar':l C/n-:? of th'^; 1. IC'V/ i nci Gr-jup 1 600 fa.x nunLj:'t?r3: (700} 

?00-^Lth :-r ''<'03} 0Cd)-O0i4. T r- f c.a-na 7 nm:iun: ::at i jns may t'O 
ouom::ooo.? 1 direooiy to the Exaninei^ thrjiiLih th-' follC'Wing fax 
na:T:f 'Oi" : ('h]3i 0C)&-44;h5. Applicants ar-' eric.suraged too notoi.fy oh- 
;7>: ivm;.. :"io:r'' t.rior oo tn-:- s j;;uTn - s i ".o.. of snch dco:umero:.s tc f sod.. 1 i. t.a t -;• 

20 :7\-;; L : oxr. <:^v:ij t. i :: "...o ]:o- o ::e so mo a::.d erd:. :'y . 

:. A:\y incjoiry :: on oe r^r: .loig this soomiun :_oa t i.on ono-il:: c-e a i. ro:Sd:*=;c: t-: 
7*:-dfroy Sd Parkin, Pn . f o , whsse : 'ileyjtiroic r:u:TLl;er is ;7()0) 300-2027. 
Th'i; -xano rjor can ncarmal ly k-o rL-a::hooi Msoiday ohrouvrh ^'hursd ly f rcm 

25 : : :.0 -X t > G : Coi PK. A :mes3a-:;"e n.ay b-;:; ._eft cn the exarsi.ne r ' s vcd.o-:- 

m-^id L s-:o'vi":e. If 5iO teiiLpit s t :■ r':cL-:di tdie ex.iminer are iinsuocess f ul , 
on-:- to-o;ii(o r.'.:?i ' .:: apervisccrs , Oam-i s Hcosol oi L-.:urie S^^hemer, c-^.ri t-=' 
-•:o:oa'.;d it (7()0; 308-4027 ,i :7:;3. 308- 1 122 , res,f^eot i vely . Any 
i.::sao:o"y of s general na^i]?o-? o^r relating t'l) the status of tnn^ 

30 -air _ roi sn'O ild be dir--<soed Ls^ she Group 1600 reoepfionist v/hs):^e 

^ '-d '-u''non- ■ nuoisor r is (707) ?-o'"^u-(')i'-)e ^ 
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